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DETAILED ACTION 

Claims 1-11 are pending as amended in the RCE of 7/9/09. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-1 1 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-13 of 
copending Application No. 10/593,480. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because claims of the reference 
application recites all the limitations of the instant claims 

This is a provisional obviousness-type double patenting rejection because the 



conflicting claims have not in fact been patented. 



Application/Control Number: 10/579,194 Page 3 

Art Unit: 1797 

Claim Rejections - 35 USC § 103 

Claim interpretation: 

Claim 1 is for a submerged hollow fiber membrane module. The module has two filtrate 
collection headers, on one each end of the hollow fibers, and the fiber ends are potted 
to the header. The headers are spaced apart by support tubes, at least one of the 
support tubes has air diffusion holes. Support tubes also have air diffusion tubes having 
air diffusion holes. 

1. Claims 1-6 and 9-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the combination of (1) Henshaw, et al, (US 5.783,083): (2) Ohkubo et al 
(US 4,876.006) 

Modules having hollow fibers with potting headers on both ends to collect filtrate are 
well known. Providing air diffusion tubes with air holes in the tubes is also well known. 
Air diffusion tubes are positioned with respect to the hollow fibers such that the air 
bubbles flow between the hollow fibers and agitate the water and way the hollow fibers 
to keep the fibers clean from surface deposits of dirt or solids. Applicant's claimed 
invention appears to be the physical positioning of the air diffusion tubes and also the 
air diffusion tubes acting as supports for the headers. This is not found patentable over 
the cited references. 

(1) Henshaw, et al, (US 5,783,083): Henshaw teaches hollow fiber bundles 
potted with headers on both ends (see fig. 7 below), with an air diffusion tube (45) 
supportively separating the headers and having air diffusion pipes (41) branching off 
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from it located withing the bundle and between the hollow fibers as claimed in claim 1 . 
The only element missing here is the plural support tubes, and support tube itself having 
separate air holes. However, as can be seen in fig 9 below, the reference teaches 
plural such bundles interlinked with plural air tubes as support and air diffusers. 



no 




The missing elements are obvious to one of ordinary skill in the art from the 
teaching of this reference itself - there is nothing patentable in having plural pipes 45 
with pipes 41 in larger sized modules as in Fig 7. Also, the Ohkubo reference below 
teaches providing plural air tubes/support tubes - one of ordinary skill in the art would 
combine the teachings of these references to arrive at the applicant's invention for the 
reasons taught by Ohkubo, such as for larger modules. 
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(2) Ohkubo et al (US 4,876,006): Ohkubo teaches hollow fiber modules having potted 

headers at both ends and connected by support tubes having air diffusion tubes as 

claimed in claim 1 - see the figures copied below, as well as the excerpts from column 

5. It is clear from the teaching that there can be plural support tubes with plural air 

holes, the plural air holes having extended tube nozzles (see 15 in fig 8). The cited 

paragraph also provide3s different combinations of the design which make the claimed 

invention obvious. Also, it would be obvious to combine the teaching of this reference 

with that of Henshaw to have the horizontal air distribution pipes (41 ) of Henshaw in the 

teaching of Ohkubo to have more air distribution. 

When the dissension; of the bxmdte® Vt is large, it Is 
preferable to provide m air pipe or plural air pipes IS. 
provided with plural air iirfeodon nozzle$ 15 outside the 
conduit 12 as schematically shown is FIG. 8, fee pipe 
or pipes 18 being plugged at the top and. open at the 25 
bottom thereof, "With the pr ©vision, of the air injection 
nozzles IS extending info the air pipe l% f air bubbles 
Injected through the nozzles promote the removal of 
oskes particles from 'the fibers. It Is farther preferable to 
dispose nozzles IS adjacent the upper and lower handle 30 
plates 2 and 3 so that the sedimentary deposit; of parti* 
cies on these plates may be removed by the air injected . 
from the nosdea IS. Alternately, the eonstiiM 12 may be 
disposed inside the' air pipe- 1*. In the oase of the modi- 
fied module snch as that shown in FIGS, 6 and % the 35 
reinforcing pipe 17 may be modified as m air pipe simi- 
lar to the pipe IS- 
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Fig. 8 




Regarding the dependent claims, sizing the air holes, and air pipes are not 
patentable limitations because one of ordinary skill in this art would be capable of 
designing such details for the desired filtration load. Air holes having varying diameters 
is also within the capability of one of ordinary skill to design to obtain proper air 
distribution. The cited references teach series arrangement of modules. 
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1. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Henshaw and/or Ohkubo as applied to claim 1 above, and further in view of 
Havano et al (US 4,061,821 or Brun et al (US 3,984,328). 

Claims differ from the teaching of Henshaw or Ohkubo in having braided hollow 
fibers with increased tensile strength. However, hollow fibers with braid reinforcement 
is well known as seen in Hayano or Brun, and would be obvious to one of ordinary skill 
to use these teachings to have stronger hollow fibers. Regarding the tensile strength of 
the fiber of .1 Kg, or 10 Kg, the braid supported fibers of these references inherently 
have such capability, unless applicant can show otherwise. 

Response to Arguments 

Arguments moot; new grounds for rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Krishnan S. Menon whose telephone number is 571- 
272-1 143. The examiner can normally be reached on 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vickie Kim can be reached on 571-272-0579. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Krishnan S Menon/ 

Primary Examiner, Art Unit 1797 



